\a\ United States Patent and Trademark Office 



UMTtD STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

AddR-^ COMMISSIONTR FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www iLsptoyov 



APPLICATION NO. 


FILING DATH 


FIRST NAMLD INVFNTOR 


ATTORNEY UOCKI-T NO. 


CONFIRMATION NO. 


09/638.648 




08/ 14/2000 


David M. Stern 


0575/62U97/JPW/JML 


9845 


7590 


11/19.2003 




P.XAMINKR 



John P White 
Cooper & Dunham LLP 
1 185 Avenue of the Americas 
New York, NY 10036 



TON. THAIAN N 



ART UNIT 



PAPbR NUMBER 



1632 



DATF MAILFD: 11/19/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



prO-90C (Rev- 10/03) 



Office Action Summary 


Application No. 

09/638,648 


Appllcant(s) 

STERN ET AL. 


Examiner 

Thai-An N. Ton 


Art Unit 

1632 





" Th MAILING DATE of this communlcati n app ars on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36{a) In no event, tiowever. may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days w/ill be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the nnailing date of this comnnunication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 15 September 2003 . 
2a)n This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1,2,4 and 7-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5M Claim(s) 1. 2, 4, 7-11 and 16 is/are allowed. 
6)!E1 Claim(s) 12-15 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78, 

a) □ The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) 

1 ) n Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonnal Patent Application (PTO-1 52) 

3) CH Infomnation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 

Applicants' Amendment, filed 9/15/03, has been entered. 

The allowability of claims 12-15 is withdrawn, and therefore the Ex Parte 
Quayle is withdrawn. A new rejection appears below. 



Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention 
drawn to identical subject matter. See Miller v. Eagle Mfg. Co,, 151 U.S. 186 
(1894); In re Ockert, 'Mb F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel 
422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. lOl) double patenting rejection can be overcome 
by canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting 
rejection based upon 35 U.S.C. 101. 

Claims 12-15 are rejected under 35 U.S.C. 101 as claiming the same 

invention as that of claims 12-15 of copending Application No. 09/992,955. 

Applicants request that the Examiner continue to hold the rejection in abeyance. 

Applicants state that they will consider amending or canceling claims 12-15 once 

the rejection is no longer provisional. Application No. 09/992,955 has now been 

allowed and the Notice of Allowance was mailed on 5/21/03. As such, the rejection 

of claims 12-15 of the instant Application is no longer provisional. Applicant is 



required to amend or cancel the claims. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thai-An N. Ton whose telephone number is (703) 
305-1019. The examiner can normally be reached on Monday through Friday from 
8:00 to 5:00 (Eastern Standard Time), with alternating Fridays off. Should the 
examiner be unavailable, inquiries should be directed to Deborah Reynolds, 
Supervisory Primary Examiner of Art Unit 1632, at (703) 305-4051. Any 
administrative or procedural questions should be directed to William Phillips, 
Patent Analyst, at (703) 305-3482. Papers related to this application may be 
submitted to Group 1600 by facsimile transmission. Papers should be faxed to 
Group 1600 via the PTO Fax Center located in Crystal Mall 1. The faxing of such 
papers must conform with the notice published in the Official Gazette, 1096 OG 30 
(November 15, 1989). The CMl Fax Center number is (703)-872-9306. 
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